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is being deposited with the United States Postal Service as "Express Mail Post Office to addressee" under 37 CFR 1.10 on the date 
indicated below in an envelope addressed to: Mail Stop RCE, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450 on 
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Kathy Raymond 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant : 


Robin R. Miles, et al. 


Docket No. : 


IL-10632 


Serial No. : 


09/733,857 


Art Unit : 


1753 


Filed : 


December 8, 2000 


Examiner : 


Alexander Stephan 
Noguerola 


For : 


DIELECTROPHORETIC CONCENTRATION OF PARTICLES 
UNDER ELECTROKINETIC FLOW 



DECLARATION UNDER 37 CFR 81.131 
Declaration by Eddie E. Scott of Prior Invention by Robin R. Miles, 
Kerry A. Bettencourt, and Christopher K. Fuller to Overcome Cited Reference 

Commissioner of Patents and Trademarks 
Alexandria, VA 22313-1450 

Dear Sir: 

I, Eddie E. Scott, hereby declare that: 

(1) I am a citizen of the United States and a resident of Danville, 
California; 

(2) My education includes: Bachelor of Science Degree, University of 
Wyoming; Master of Science Degree, University of Texas at Dallas; Juris Doctor 
Degree, University of Wyoming; Patent Office Academy, Basic and Advanced, 
United States Patent and Trademark Office, Washington, D. G; 



-1- 



(3) I am an active member of the State Bar of California, an inactive 
member of the State Bars of Texas and Wyoming, and I am registered to practice 
before the United States Patent and Trademark Office; 

(4) I am employed by the University of California, at the Lawrence 
Livermore National Laboratory, Livermore, California, as Assistant Laboratory 
Counsel, having been employed by the University of California, at the Lawrence 
Livermore National Laboratory from May 1, 1999 to the present, and I am 
empowered to act on behalf of The Regents of the University of California, the 
owner of the subject application; 

(5) I am the attorney representing the inventors Robin R. Miles, 
Kerry A. Bettencourt, and Christopher K. Fuller (The Inventors), in the subject 

patent application; 

(6) In an Office Action mailed 05/08/2003 the Examiner rejected the 
claims in the subject patent application over the McBride et al Reference, United 
States Patent No. 6,296,752 issued October 2, 2001 from an application filed June 
4, 1999, therefore, June 4, 1999 is the filing date of the application from which the 
McBride et al Reference matured; 

(7) I have obtained copies of certain documents (The Documents) 
maintained in the ordinary course of business of the University of California, the 
Lawrence Livermore National Laboratory, and the United States Department of 
Energy (DOE) and I am one of the custodians of The Documents; copies of the 
documents are attached hereto as Attachments; The Documents show that The 
Inventors, Robin R. Miles, Kerry A. Bettencourt, and Christopher K. Fuller, made 
the invention described and claimed in the subject patent application (The 
Invention) in this country prior to June 4, 1999 and continuously worked on 
testing, developing, and patenting The Invention during the period from the 
time when they made the first written description of The Invention and disclosed 
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The Invention to others until their patent application was filed on December 8, 

2000 (The Time Period); 

(8) The Inventors, Robin R. Miles, Kerry A. Bettencourt, and 
Christopher K. Fuller completed a "RECORD OF INVENTION" a photostatic 
copy of which is attached hereto as Attachment A," which in the Conception of 
the Invention Section XI, contains an entry for the "Conception Date" and an 
entry for "First Written Description," and in the Reduction to Practice of the 
Invention Section XII, contains an entry for the "Date of Operation and Testing;" 
the dates on the photostatic copy of ATTACHMENT A have been blacked out, 
however, dates showing that The Inventors made The Invention prior to June 4, 
1999 are dates prior to June 4, 1999; that The Inventors conceived The Invention 
in this country are dates prior to June 4, 1999; that The Inventors reduced The 
Invention to practice in this country are dates prior to June 4, 1999, and dates 
showing that The Invention was continuously worked on during The Time 
Period are dates during The Time Period; 

(9) The Inventor, Robin R. Miles made drawings, made written 
descriptions, and made tests, of The Invention in this country prior to June 4, 
1999, ATTACHMENT B is photostatic copy of "pages from Robin Miles' 
Laboratory Notebook" showing The Inventors made drawings, made written 
descriptions, and made tests of The Invention in this country prior to June 4, 
1999; 

(10) The Inventor, Kerry A. Bettencourt made drawings, made written 
descriptions, and made tests, of The Invention in this country prior to June 4, 
1999, ATTACHMENT C is photostatic copy of "pages from Robin Miles' 
Laboratory Notebook" showing The Inventors made drawings, made written 
descriptions, and made tests of The Invention in this country prior to June 4, 
1999; 
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(11) During The Time Period the Industrial Partnership and 
Commercialization Office (IPAC) of the Lawrence Livermore National 
Laboratory held monthly Invention Review Meetings and The Invention was 
reviewed at the Invention Review Meetings during The Time Period; IPAC 
continuously reviews inventions and prioritizes inventions for patent application 
filing; The Invention was reviewed and prioritized by IPAC during The Time 
Period; photostatic copies of a database entries showing that The Invention was 
reviewed by IPAC during The Time Period is attached as Attachment D, the 
dates on the photostatic copy have been blacked out; however, dates showing 
that The Inventors made The Invention prior to June 4, 1999 are dates prior to 
June 4, 1999, and dates showing that The Invention was continuously worked on 
during The Time Period are dates during The Time Period; 

(12) During The Time Period the Office of Laboratory Counsel (OLC) 
of the Lawrence Livermore National Laboratory, held monthly Invention Review 
Meetings and The Invention was reviewed at the Meetings during The Time 
Period; the Office of Laboratory Counsel (OLC) also held monthly meetings with 
the Industrial Partnership and Commercialization Office (IPAC) during The 
Time Period and The Invention was reviewed at the Meetings; OLC prepares 
patent applications for filing according to a priority list; the parent application of 
the subject application was prepared by OLC covering The Invention according 
to the priority list; photostatic copies of a database entries showing that The 
Invention was reviewed and a patent application filed by OLC during The Time 
Period is attached as Attachment E, the dates on the photostatic copy have been 
blacked out; however, dates showing that The Inventors made The Invention 
prior to June 4, 1999 are dates prior to June 4, 1999, and dates showing that The 
Invention was continuously worked on during The Time Period are dates during 
The Time Period; 
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(13) During The Time Period The Invention was continuously worked 
on; photostatic copies of documents maintained in the ordinary course of 
business of the University of California, the Lawrence Livermore National 
Laboratory, and the United States Department of Energy (DOE) showing that 
The Invention was continuously worked on during The Time Period are attached 
as Attachments F; the dates on the photostatic copies have been blacked out; 
however, dates showing that The Inventors made The Invention prior to June 4, 
1999 are dates prior to June 4, 1999, and dates showing that The Invention was 
continuously worked on during The Time Period are dates during The Time 
Period; 

(14) I further declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true; and further that these statements were made with the 
knowledge that willful false statements and the like so made are punishable by 
fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code, and that such willful false statements may jeopardize the validity of the 
application or any patent issued thereon. 




(Signature) 
Declarant: Eddie E. Scott 



Dated: July/^, 2003 
Livermore, California 
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LLNL File No. 



IX. Inventor Information 



Full Name 

Robin R. Miles 


Citizenship 

USA 


Street Address 

826 Cherokee Drive 

1 1 873 West Vomac Hoad 


City, State, Zip Code 

Livermore.CA 94550 
Dubin, CA. 94568 


Kerry Bettencourt 
Christopher Fuller 


USA 


1 1 34 Portola Meadows Apt. 
216 


Livermore, CA 94550 " 



X. Funding Source 



special project inTormanon-;- - ■ 

B ^.rr» Manaoer |Phone # lis funding presently being provided tor deyeiopmem ot your invention? 1 


Yes" 

X 


No 


ram nicnmc 

LLNLAcct* 

8989-76 


IIU t-~rc/\j 

yj K)C> 


Please state ^ 

Do vou reasonably expect future funding trom the current source or other sources7 


hfes 


No 


Subcontract # 


DOE Program code 


If ****** i*fK«7ie fhal erti irro? 






CRADA # 


Work lor Others # 


■ ■ YO Q. ■ 
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X1H. Invention Use and Disclosure 

Has the invention Deen put into use? [Yes 



fJo 



If yes, explain; 



Has the invention Deen disclosed to non-LLNL pe 



rsonnel? 



Vis" 



Ro 



If yes, to whom and when? Provide name(s) and date(s): 



Flo" 



H yes, was the disclosure done under a non-disclosure agreement? 



Ves 



XIV. I/ We believe myself/ourselves to be the first and original inventor(s) of the above-described invention. 

Inventor Signature | Date | Witness Signature I Date 





1 S^cuoo£js*su&s< 



XV. Classification Review 



Basis tor unclassitied release: "~ 
| outside scope of AEA and tii 



CG-DAH-1, Topic(s): 



Other Guide(s): 



Topic(s): 



UCNI (Yes Ro" If YES, Guide: | 


Authorized Derivative Classifier - Name and Title 

M. D . fiWtfA ?£6TJ0a/ W/?j>£A 


Signature 

PP?. A?, /pfr^ 

Signature 


"Confirming Reviewer -- Name 





XVI. For LLNL Patent Group Use Only 



Publication 




Public Use/Sale 




Recommended Filing Date Due to possible Statutory Bars 




Preliminary Review by; 


Date 
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LLNL File No. h 



c in the course of or under prime Contract No. W-7405-ENG-48 between the U.S. 
Assistant General Counsel for Patents, U.S. Department of Energy. 

I. Title of the Invention 

Dielectrophoretic Concentration of Particles under Electrokinetic Flow 



II. inventor Information 



Robin Miles 
Kerry bettencourt 



■Chris Fuller 



En gineer 

lemistry Associate 
Engineer 



n gineenn i 
emistry 



ngineenng 



Payroll 


Phone # 


Mail Stop 


Acct 






9782 


2-5048 


L-223 


9811 


2-7371 


L-223 


9782 


4-5185 


L-223 



III. Abstract collect Darlicles is well known when operating under 

The use d.^^P™®^ £ , i!S SSSdqe no one else has documented such 
pressure driven flow Howeve r e » ™ ™2^^^ flow . Electrokinetically-driven flow 

as^v chip We hw^ow shown that it is possible to reap the advantages of 
dielectrophoretic manipulation in this regime. 



IV Uses of the Invention 

List past us es, current uses a nd potential uses for your invention 

-i I f\\ ~ iWmm»m uses or possipiiroes for use: _ . 

niPiprtroohoresis is used to effect motion on polarizable particles within a non-uniform 
Dielectropnoresi^s is useu r concentrate particles in areas of 

electric ^^ p °*^ eliminate the use of centrifuging to 

S5552E bio'^ can be use to discriminate 

between vario us types of biological particles. 

Commercial or other uses or pos siDilities lor use? 



rnmmftrr ?' nr "tner uses or puw^" 1 "^ ■ . .. , ... 

cTpanies using microfluidic devices to perform analysis would be .nterested ,n uamg th,s 
device to concentrate the sample prior to testing. 
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V. Documents Describing the •'}. ve I ,t ! 0n „„„ „ „ ftll have nublished or prepared for publication, or presented on the 
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V^ooun^Descrlbing Prior Art ISS^AI^^SA,^ 

SSL discus s dielec.rophore.ic conc^tration, but none that we Know about 
use elec.rokine.ic/elec.roosmofc-dnven flow. 



yi 1 ,'- ^SSHSSL indudino tax m***™ **~« <• 



sample volumes resuKi in ^^^^.S^XtTn^desires to conduct on any 

& 9 c»°nf can, ^A^S^lSX^^ « ° bviates the 
electrokinetic/electroosmotic flow n ^"g r ^^^^J£?^nJ may interfere with each 

pressure-driven flow. We have foun I tha I ^^S n 0 ^ double charge layer associated 
SSK ShinT^ sTe^tSre or be interfered with by the 

DEP field in a significant way. 
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University of Calif ornia 
Lawrence Livermore National Laboratory 
Intellectual Property Law Group 



Mail Station: L-703 
Extension: 2-0505 

Interoffice Memorandum 



SUBJECT: New Disclosure and Record of Invention 



TO: 



Bill Bollinger 



FROM: 



Terry Contreras 




LLNLCaseNo.: IL- 




Please review the attached disclosure for both export control and 
classification purposes. When you have finished your review please sign the 
disclosure and return to me at L-703. 



University f California 

LAWRENCE LIVERMORE NATIONAL LABORATORY 
Intellectual Property Law Group 



Mr. William C. Daubenspeck 
Office of Patent Counsel 
Intellectual Property Law Division 
Livermore, California 94550 



SUBJECT: Invention Case No.: IL-10632 



"Dielectrophoretic Concentration of Particles under Electrokinetic 
Flow" 

By: Robin Miles, Kerry Bettencourt and Chris Fuller 



Dear Mr. Daubenspeck: 

Enclosed are the original and one copy of the combined Disclosure and Record of 
Invention in the subject case. 

Very truly yours, 



Kjersti Sudweeks 

Intellectual Property Law Group 

Enclosure 

cc: Penny Hennagir w/enc 

IP&C Sara Sanders L-795 w/enc 
Robin Miles L-223 w/enc 
Kerry Bettencourt L-223 w/enc 
Chris Fuller L-223 w/enc 




University of California • P.O. Box 808, L-703 Livermore, California 94551 
Telephone (925) 422-7272 • Fax (925) 423-2231 





Office of Classification RECEIVED 
and Export Control 



Interdepartmental Letterhead 

Mail Station L-3 12 LLNL-l.P. L.G. £C-99-255 

Ext: 4-3483 

To: Terry Contreras, L-703 

From: William R. Fritchie 

Subject: Export Control Review for IL-10632 "Dielectrophoretic Concentration of Particles 

under Electrokinetic Flow" 

Review of Regulations. An export control review of the subject technology was conducted 
using the following applicable regulations: 

Nuclear Regulatory Commission fNRC). This technology is export controlled as Sensitive 
Technology under the NRC Regulations (10 CFR Part 1 10), dated Yes — No_X_ 
[web site: http://www.access.gpo.gov/nara/cfr/waisidx_99/10cfrl 10_99.html] 
Department of Energy CDOE). This technology is export controlled as Sensitive Technology 
under the DOE Regulations (10 CFR Part 8 10), dated Yes — No_X_ 
[web site: http://www.access.gpo.gov/nara/cfr/waisidx_99/10cfr810_99.html] 
Department of State (DOS). This technology is export controlled under the DOS International 
Traffic in Arms Regulations (TTAR) (22 CFR Parts 120-1 30), dated . Yes — No_X_ 
[web site: http://www.access.gpo.gov/nara/cfr/waisidx_99/22cfrv l_99.html] 
Department of Commerce fDOC). This technology is export controlled under the DOC Export 
Administration Regulations (EAR) (15 CFR Parts 730-774) dated Yes_X_ No — 

[web site: http://www.access.gpo.gov/bxa/ear/ear_data.html] 

Narrative. This technology is export controlled by the DOC EAR (15 CFR Part 774, Category 
6, specifically ECCN EAR99), and requires no license for export, subject to the following caveat: 

This technology may not be exported to individuals on the current Denied Persons List (15 
CFR Part 764, Supplement 2) or to the presently embargoed countries of Cuba, Libya, North 
Korea, Iran, Iraq, Rwanda, Liberia, Somalia and Yugoslavia (15 CFR Part 746). 

Separate license requirements may apply for the export of commodities associated with this 
technology. For additional licensing guidance, contact Lou Hill (Traffic/Shipping) at 424-4201. 



William R. Fritchie 
Classification Adviser 



cc: Nancy Stone, L-703 
Sara Sanders, L-795 



University of California 

I III! Lawrence Livermore 
|_____i National Laboratory 




Univ rsity of Calif rnla 

LAWRENCE LTVERMORE NATIONAL LABORATORY 
Intellectual Property Law Group 



Ms. Janet Rego 
Office of Patent Counsel 
Intellectual Property Law Division 
Livermore, California 94550 

SUBJECT: Missing page 



Dear Janet: 

Janet: around December 28 (that is when letter was dated) you received 
these records of invention: 

10627 

10628 

10629 

10630 

10631 

10632 ^ 

10633 

10634 

There was a sheet missing from them. The sheet that was missing is where 
our classification office (Bill Bollinger) signs. I am sending you the original 
signature and a copy for each of the ILs listed above. Sorry for the 
inconvenience. 

Very truly yours, 

Terry Contreras x 
Intellectual Property Law Group 

Enclosure 



University of California • P.O. Box 808, L-703 Livermore, California 94551 
Telephone (925) 422-7272 • Fax (925) 423-2231 




Department of Energy 

Oakland Operations Office 
Office of Chief Counsel 
Intellectual Property Law Division 



Livermore Office 
P.O. Box 808, L-376 
Livermore, CA 94550 

(925) 422-4367 
FAX (925) 422-8228 



Janet G. Tulk, Laboratory Counsel, L-703 



fecewEc 



Subject: DOE Patent Docket No.: S-94,234 

LLNL Docket No.: IL-10632 / i 

Title: Dielectrophoretic Concentration of Particles under Electrokinetic »-<-iVL - f. R Q 

Flow 

Inventor(s): Robin Miles et al. 

Under DOE Contract No.: W-7405-ENG-48 

The Laboratory's transmittal to this office on of the above-identified invention disclosure is 

acknowledged with appreciation. The invention disclosure has been assigned the above-indicated DOE Patent 
Docket (S) number. Your reference to this number in future communications with this office will be helpful. 

Based on the information provided to DOE in the invention disclosure, the commercial rights to this invention 
are readily obtainable by the Laboratory during the first two years following disclosure of the invention to DOE 
under the provisions of the above contract. As set forth in Clause 7.7 of the contract, if the Laboratory wants 
the commercial rights to the invention, the Laboratory must elect to retain title within the two-year period. 
However if public disclosure, use or sale of the invention has initiated the one year statutory period to apply for 
U S patent protection, the period for election of title is shortened by DOE to end 60 days before the end of the 
U.S. statutory period. Therefore, it is important for this office to be notified immediately about any public 
disclosure, use or sale. 

In an effort to give the Laboratory as much latitude as possible to decide on commercialization of the invention^ 
this office of DOE will hold the invention in abevant status for a period of two years from the above date of 
invention disclosure. Generally during this abeyant status period, DOE takes no action on protecting the 
invention by the filing of a U.S. patent application. Instead DOE relies on the Laboratory to carefully evaluate 
the invention's potential and decide whether or not to obtain the commercial rights in the invention. If the 
Laboratory elects to retain title to the invention, the Laboratory must file a patent application within one year of 
the date of election plus any extensions granted by DOE but, in any event, before the expiration of any statutory 
bar period However, during the two-year period for election, should the Laboratory decide not to retain title 
and inform DOE in writing, DOE will at that time evaluate whether the filing of a U.S. patent application is 
warranted to meet the Government's needs. If the Laboratory decides not to retain title to the invention, you are 
encouraged to notify DOE at your earliest convenience. 



If there are any questions concerning this letter or DOE actions, please feel free to contact this office. 




cc: Karena McKinley, LLNL, L-795 
Robin Miles, LLNL, L-223 
Kerry Bettencourt, , LLNL, L-223 
Chris Fuller, , LLNL, L-223 



William C. Daubenspeck 
Patent Attorney 



WCD:JLR:wkc 





Lawrence Livermore National Laboratory 

Industrial Partnerships & Commercialization 



Janet G. Tulk 
Laboratory Counsel 
LLNL, L-703 



Subject: 



DOE Case No. S-94234 



LLNL Docket No. IL- 10632 

Invention Title: Dielectrophoretic Concentration of Particles under 
Electrokinetic Flow 

Inventors: Robin R. Miles, Christopher K. Fuller, 
Kerry A. Bettencourt 



Dear Ms. Tulk: 

This letter is to request that you prepare and file a U.S. patent application for the 
above-referenced matter on behalf of The Regents of the University of California. 
A waiver concerning the subject invention has been prepared and is being 
submitted to DOE OAK. A copy is enclosed for your file. Foreign filing is not 
requested at this time but will be revisited at a future date. We ask that your office 
track the foreign file date(s) and keep us accordingly advised. 

Please proceed with this application for filing with the U.S. Patent Office in a timely 



Please send a copy of the patent application as filed, serial number, and filing data 
as they become available to Nina Rhodes and keep her advised regarding the 
progress of the filing. 

At this time I ask that your office track the patent filing fees and prosecution costs 
for the subject application and keep our office informed of the expenditures 
required. 



manner. 



Sincerely, 




Karena McKinley 

Director, Industrial Partnerships & 

Commercialization 



Attachment 

cc: Kerry A. Bettencourt, L-223 
Kevin C. O'Brien, L-795 



University of California, P.O. Box 808, L-795, Livermore, California 94551 
University of California, 7000 East Avenue, L-795, Livermore, California 94551 
Telephone (925) 422-6416; Facsimile (925) 423-8988; Email: ipandc@llnl.gov 





Lawrence Livermore National Laboratory 

Industrial Partnerships & Commercialization 



Mr. William C. Daubenspeck 
Office of Patent Counsel 
U.S. Department of Energy 
Oakland Operations Office 
P.O. Box 808, L-376 
Livermore, CA 94550 



Dear Mr. Daubenspeck: 

Pursuant to the terms of Contract W-7405-ENG-48 between the Department of Energy (DOE) and the 
Regents of the University of California (University), and subject to Class Waiver W(C)-92-002, we 
submit an Election Memorandum for the following invention: 



DOE Case No. S-94234 
LLNL Docket No. IL-10632 

Dielectrophoretic Concentration of Particles under Electrokinetic Flow 
Inventors: Robin R. Miles, Christopher K. Fuller, Kerry A. Bettencourt 



The University has reviewed the subject invention disclosure with respect to: (1) export control; 
(2) United States preference/competitiveness; and (3) adverse impact upon the Naval Nuclear 
Propulsion Program and other nuclear and/or atomic energy defense activities of the Department of 
Energy and agrees to comply with all statutes and regulations governing export control, U.S. 
preference/competitiveness, and the Naval Nuclear Propulsion Program, et al., in dealing with the 
subject inventions. (A copy of the Invention Disclosure including a Classification Review, and an original 
signed Export Control Review for Licensing and Patents form are attached to the enclosed Election 
Memorandum.) 

Further, the University agrees to comply with Clause 66.1 .F governing technology transfer activities 
under Contract Number W-7405-ENG-48. 

Your prompt review of this Election Memorandum will be appreciated. 



Subject: 



NOTICE OF ELECTION TO RETAIN TITLE TO DEFENSE 
PROGRAM INVENTION UNDER CLASS WAIVER W(C)-92-002 



Sincerely, 




Karena McKinley 
Director, Industrial Partnerships 
& Commercialization 



cc: 



Kerry A. Bettencourt, L-223 
Kevin C. O'Brien, L-795 
Janet G. Tulk, L-703 



University of California, P.O. Box 808, L-795, Livermore, California 94551 
University of California, 7000 East Avenue, L-795, Livermore, California 94551 
Telephone (925) 422-6416; Facsimile (925) 423-8988; Email: ipandc@llnl.gov 



Waiver Legal Approval 

Date: 



IL File No: 10632 
Document Type: 





Election Letter 



• CRADA - Class Waiver 

• Ext. of Time (Class Waiver) 



Description:. 



Document needs the following: 



X 



Legal/Patent Review. 



RCCEIV IEP 



LLNL-I.RL.G. 



Additional Approval (s). 



Other 



Reviewer comments: 




Approved as to Legal Form 



Signature 



Date 



Return to: Name: Sara Sanders 

Extension: 3-0381 

L-Code: 795 



O Please Call for Pick-up 



TT-1027 




X-Sender: e03a497@ popsicle.llnl.gov 
Date: 16:14:22-0700 
To: thompson52@llnl.gov 
From: Bert Weis <weis1 @llnl.gov> 
Subject: Microfluidics Cases 



Hi Al: 



Here are the top six cases of this portfolio from Engineering. They 
rank-ordered a total of 1 2 cases fo me. I also have a list of four cases 
from NAI, but didn't include any of these, partly because I am not sure if 
the offer to pick up part of the tab includes NAI. (They may not have any 
money). But on of the cases is 10629 (The magnetohydrodynamic 
mini-centrifuge), which people really liked, although it is different from 
the other cases below. 

The following is a list of top six cases belonging in the Engineering 
portfolio. All cases were rated as priority one during the reviews. They 
are presented in the order they were ranked. Please note that many of 
these case have Robin Miles as an inventor. (Robin has decided to leave 
the Laboratory and join Cepheid.) 

1. IL-10632 Robin Miles et al . ,f ^-^ Kul'^f 

Dielectrophoretic Concentration of Particles under Electrokmetic Flow. CUro v 
i (This is done by causing a fluid, which carries particles at a low 

(LT concentration, to flow over a series of interdigitated electrodes by *f 

y applying a DC field across the entire device structure. An AC filed is 
applied to the electrodes. This causes the particles carried by the fluid 
to become trapped and concentrated between the electrodes. The particles 
can then be released by turning off the AC field at a desired point in 

time.) *lo<Z$>P 

2. IL-1 0416 Robin Miles etal. ™ IA * tkt's P*\^ r 

Jse of Impedance Measurements to detect the Endpoint of DNA AmplifirationJ^— 

(An enzyme releases an ionic rather than a fluorescent tag at the L t * *? ,.e > 

amplication endpoint. This causes the impedance of the fluid to change c \*<-c f p 

which can be detected less expensively, thus simplifying the £ 



instrumentation and making the equipment more economical.) 

3. IL-1 0404 Robin Miles. Use of Impedance Measurements to Detect the 
Presence of Pathogens trapped in Electric Fields. 

(Impedance measurements is used to detect and measure particles 
concentrated between the electrodes, providing a means to monitor what is 
going on.) 

4. IL-1 0406 Robin Miles et al. Use of Impedance Measurements to Detect 
the Presence of Pathogens Attached to Antibody-Coated Beads. 

(Here they exploit the fact that impedance changes when particles attach to 
the beads which are coated to bind them. Measurement of the impedance 
provides information as to presence and concentration of the pathogens.) 



r; J 



Printed for "Alan H. Thompson" <thompson52@llnl.gov> 



5. IL-10373 Robin Miles et al. Stepped Electrophoresis for Movement and £- T P 
Concentration of DNA. 

(Apparatus similar to that of #1 , except that there are individual 

electrodes, which can be charged individually or in groups to be able to _ l ( i ^ »- 

herd to trapped particles by manipulating the electric fields.) 

6. IL-1 0331 Robin Miles. Movement of Particles Using Sequentially , ^ S T « 
Activated Dielectrophoretic Particle Trapping. " y~{ \ 
(Similar to #5. But specifically mentions sequentially trapping and moving W o 

the particles and has greater detail regarding the apparatus for 
accomplishing it.) 



Printed for "Alan H. Thompson" <thompson52@llnl.gov> 





University of California 
Lawrence Livermore National Laboratory 
Intellectual Property Law Group 



Mail Station: L-703 

Extension: 2-7273 

Interoffice Memorandum 

TO: Chris Fuller L-223 

FROM: L.E. Carnahan 

SUBJECT: LLNL Docket No.: IL-10,632 

"Dielectrophporetic Concentration of Particles 
Under Electrokinetic Flow" 



Enclosed is a modified draft of a patent application forward to you or 

covering the above-identified invention for review by yourself and other co-inventor 

R. Miles and K. Bettencourt. It is understood that Robin Miles is no longer at LLNL. 

Please fill in the blanks and make any additions or changes needed to fully describe 
the invention. If the invention has been described in any report or paper, please 
provide a copy, and if published also provide the date and place of publication. 

In view of the high interest in the invention, return of the draft, along with 
comments within three weeks after receipt thereof is requested. 




Teresa Walls for 

L.E. Carnahan, Patent Advisor 



LEGtw 
Enclosure 



» 

Kathy Berson, 02:36 PM 



0700, Re: Small or Large Entity 



X-Sender: fiina444@Doptop.llnl.gov 

Date:Mon, 14:36:18-0700 

To: Teresa Walls <walls4@llnl.gov> 

From: Kathy Berson <berson1 @poptop.llnl.gov> 

Subject: Re: Small or Large Entity 

Teresa, 

These are all small. 
>Kathy, 

>Are these small or large entity 

>IL-10697, 

>IL-10661 

>IL-1 0632 

>Thanks, 

>Teresa 



Kathy L. Berson 
berson1@llnl.gov 

Lawrence Livermore National Laboratory 
PO Box 808, Mail Stop L-795 
Livermore, Ca 94551-0969 
510-422-2111 voice 
510-423-8988 fax 



Printed for Teresa Walls <walls4@llnl.gov> 




0 



Department of Energy 

Oakland Operations Office 
Office of Chief Counsel 
Intellectual Property Law Division 



Livermore Office 

P.O. Box 808, L-376 
Livermore, CA 94550 

(925) 422-4367 
FAX (925) 422-8228 



Karena McKinley ^^CElVED 
Director, Industrial Partnership and Commercialization 
Lawrence Livermore National Laboratory, L-001 

c/o Sara Sanders, LLNL-TTIP, L-795 LLNL-/ RL Q 



SUBJECT: DOE Patent Case: S-94,234 

Title: Dielectrophoretic Concentration of Particles under 

Electrokinetic Flow 
Docket No.: IL-10632 
DOE Contract No: W-7405-ENG-48 
Waiver No.: W(C)-92-002-721 



Your transmittal to this office of the subject class waiver is acknowledged with appreciation. 

The class waiver has been assigned the W(C) number identified above. Your reference to this 
number in future communications with this office will be helpful. 



Very truly yours, 




Janet L. Rego 

Legal Instruments Examiner 



Copy to: Janet G. Tulk, LLNL, L-703 



JLR:wkc 



Department of En rgy 

Oakland Operations Office 
Office of Chief Counsel 
Intellectual Property Law Division 



Li verm ore Office 

P.O. Box 808, L-376 
Livermore, CA 94550 

(925) 422-4367 
FAX (925) 422-8228 



Karena D. McKinley 

Director, Industrial Partnership and Commercialization 
Lawrence Livermore National Laboratory, L-795 
c/o Sara Sanders, LLNL-TTIP, L-795 



Re: Approval of Election by LLNL under DOE Waiver W(C) 92-002-721 

DOE Inven. Case No.: S-94,234 
/ LLNL Inven. Docket No.: DL-10632 

Inventor(s): Robin Miles et aL 

Invention Title: Dielectrophoretic Concentration of Particles under Electrokinetic 

Flow 



Dear Ms. McKinley: 

Enclosed with this letter is a copy of the LLNL Election Memorandum for the above-identified 
invention. It has the signatures of the a^nn DOE .officials approving LLNL's election. The 
effective date of DOE's approval is . 

Please have the LLNL Patent Group forward to this office a copy of each patent application filed on 
the referenced invention and a copy of any issued patents thereon. 

Furthermore, have LLNL's Industrial Partnerships and Commercialization Program periodically 
provide this office with information demonstrating LLNL's commercialization efforts for the subject 
invention as required by Contract No. W-7405-ENG-48. 



Respectfully, 




William C. Daubenspeck 
Patent Attorney 



Enclosure 

Copy to: Michael A. Wahlig, DOE-OAK, L-293 (w/o end) 
Janet G. Tulk, LLNL, L-703 
Robin Miles, LLNL, L-223 w/o end) 
Kerry Bettencourt, LLNL, L-223 (w/o end) 
Christopher Fuller, LLNL, L-223 (w/o end) 
Betty Winchester, DOE-HQ/Patents (w/o end) 



WCD:JLR:wkc 



CONTAINS PROPRIETARY INFORMATION 



FT rrTTON MEMORANDUM 



DATE: 



SUBJECT: 



FROM: 



TO: 



Notice of Election to Retain Title to the Following Defense Program 
Subject Invention Under Class Waiver W(C)-92-002 

LLNL Industrial Partnerships & Commercialization, L-795 
Nina Rhodes/Sara Sanders, Administrators, (925) 422-6416 

Assistant Chief Counsel for Patents, DOE/OAK 



DOE NO: S-94,234 



DATE REPORTED TO DOE: 

FIRST NAMED INVENTOR: Robin Miles 



INVENTION TITLE: 



Dielectrophoretic Concentration of Particles 
under Electrokinetic Flow 



B&R NUMBER: 



YN01 



DOE PROGRAM OFFICIAL: N/A 

A copy of the Subject Invention Disclosure is attached hereto. 

The Regents of the University of California (UC) hereby elects to retain title to the 
Subject Invention, under the terms and conditions of the Statement of Consideration 
of Class Waiver W(C)-92-002, in the United States and such foreign countries as may 
be determined. We will advise DOE of any foreign filing decisions and actions 
taken by the University. 

UC hereby represents that it has conducted a reasonable internal inquiry, and as a 
result, it has determined that the Subject Invention falls within the Class Waiver. 
UC has further determined that the Subject Invention does not fall within 
international agreements or treaties of the U.S. Government. 



UC further represents that it will attempt to commercialize the Subject Invention 
through its licensees within five (5) years from the time this election is effective. UC 



9 



agrees to file, prosecute, and maintain those patent applications and issued patents 
on the Subject Invention which are necessary to effectively fulfill its obligations 
under the subject Class Waiver and its Technology Transfer Agreement entered into 
with the Department of Energy (DOE) on January 23, 1991, under Contract No. W- 
7405-ENG-48. 

UC has provided for the following safeguards for the protection of national security 
while commercializing the Subject Invention: 

UC further represents that it has determined that the technology has been 
reviewed for export control. See the attached Export Control Review for Patents 
and Licensing form attached hereto and incorporated herein as if fully set forth. 

UC further represents that it will inform all licensees of any requirements or 
limitations on export of the technology. 

In making its determination that the Subject Invention falls within the subject 
Class Waiver, UC has concluded, through its Program and Technology Transfer 
Offices that national security will not be compromised by the development, 
commercialization or licensing activities involving the invention; that no sensitive 
technical information (classified or unclassified) under any of DOE's programs will 
be released to unauthorized persons; that the dissemination of the technology will 
not contribute to the proliferation of nuclear weapons; and that there will be no 
adverse effect on the operation of the Naval Nuclear Propulsion Program or the 
Nuclear Weapons Program or other defense activities of DOE by UC taking title. 

UC understands that an election of Defense Programs funded inventions is not 
effective until approval by the DOE Assistant Chief Counsel for Intellectual Property 
and concurrence by the Defense Programs Field Review Official is obtained. 

CONCURRENCE: 



Defense Programs 
Date: 



APPROVA 




William C. Daub© 
for Asst. Chief Counsel for Patents, OAK 

Effective Date:_ 





Lawrence Livei^pe National Laboratory 



Dear Robin, 



I'm sending you a copy of IL-10404 which was sent to your prior address. And 
I'm sending you a copy of IL-10632 which was sent to Chris Fuller here at the 
Lab and Bud Carnahan thought I should also sent it to you. 
Also a copy of drawing for IL-10416 



Thank You, 




Teresa Walls 

Intellectual Property Law Group 

6- ~2P7^> 





Recycled 



An 



Equal Opportunity Employer . University of California . P.O. Box 808 Livermore. California 94551-9900 • Telephone (925)422- 1 100 • http://wwwM.gov 



Is2 University of Calif ornia 

Lawrence Livermore National Laboratory 

Intellectual Property Law Group 



Mail Station: L-703 
Extension: 2-7273 

Interoffice Memorandum 

TO: Chris Fuller L-223 1 

FROM: Teresa Walls 



SUBJECT: IL-10632 

Dielectrophoretic Concentration of Particles Under Electrokinetic Flow 

Enclosed is a copy of your above referenced patent application. The information in the 
patent application may be of a confidential nature and you are advised not to release any of 
the information contained therein without prior approval from this office, unless it is 
already available to the public. The Patent and Trademark Office does not allow public 
access to pending applications. 

Also enclosed are two different forms for your signature and dating, "Combined 
Declaration and Power of Attorney" and "Assignment." After signing them, please forward 
the forms to Kerry A. Bettencourt for execution. Please return the forms to me at 
L-703 and I will file them with the Patent and Trademark Office. 

Thank you for your courtesy. 

Sincerely, _ 

Teresa Walls 

Intellectual Property Law Group 

Enclosures: 

CIL-10632 Patent Application 

Combined Declaration and Power of Attorney 

Assignment 





Intellectual Property Law Group 
(925) 423-9034 



Robin R. Miles 
80 Kendall lane 
Danville, CA 94526 



Re: IL-10632 

"Dielectrophoretic Concentration of Particles Under Electrokinetic Flow" 
Dear Robin Miles: 

Enclosed is a copy of your above referenced patent application. The information in the 
patent application may be of a confidential nature and you are advised not to release any o 
the information contained therein without prior approval from this office, unless it is 
already available to the public. The Patent and Trademark Office does not allow public 
access to pending applications. 

Also enclosed are two different forms for your signature and dating, "Combined 
Declaration and Power of Attorney" and "Assignment.". Please return the forms to me at 
L-703 and I will file them with the Patent and Trademark Office. 



Very truly yours, 




Teresa Walls 

Intellectual Property Law Group 



Enclosures 



CLASSIFICATION REVIEW TRANSMITTAL 



To: 



Mike Pocha 
L-222 



From: 



Teresa Walls 

Intellectual Property Law Group 
L-703 



Subject: 



Patent Application: 

( 1 ) Authorized Derivative Classifier Determination 
prior to 

Classification and Export Control Review 



For: 



IL- 10632 

"Dielectrophoretic Concentration of Particles Under 




Date 

Transmitted: 



COMMENTS: 

This patent application is being sent to you for ADC review because you reviewed 
Disclosure, Record of Invention before submission. Please return as soon as possil 
in order that we may file this application with the U.S. Patent and Trademark Offic 

Thank you. 



HIS University °f California 

ifiS Lawrence Livermore National Laboratory 



US University of California 
Lawrence Livermore National Laboratory 
Intellectual Property Law Group 



Mail Station: L-703 
Extension: 2-7273 

Interoffice Memorandum 
TO: Chris Fuller 

FROM: Teresa Walls 

SUBJECT: J^£ ophoreUc Concentralion of Partid es Under Electrokinetic How 

Enclosed is a copy of your above referenced patent appUcation. The information in the 
ptteSTppUcaton may be of a confidential nature and you are advised not to release any of 
the information contained therein without prior approval from this office, unless it is 
^eady^toble to the public. The Patent and Trademark Office does not allow public 
access to pending applications. 

Also enclosed are two different forms for your signature and dating, "Combined 
Deda^ation and Power of Attorney" and "Assignment. Please return the forms to me at 
L-703 and I will file them with the Patent and Trademark Office. 

Thank you for your courtesy. 

Sincerely, 

Teresa Walls 

Intellectual Property Law Group 

Enclosures: 

CIL-10632 Patent Application 
Combined Declaration and Power of Attorney 
Assignment 




pg5 University of Calif ornia 

Lawrence Livermore National Laboratory 

Intellectual Property Law Group 



Mail Station: L-703 
Extension: 2-7273 

Interoffice Memorandum 

TO: Kerry Bettencourt L-223 

FROM: Teresa Walls 

SUBJECT: IL-10632 

Dielectrophoretic Concentration of Particles Under Electrokinetic Flow 

Enclosed is a copy of your above referenced patent application. The information in the 
patent application may be of a confidential nature and you are advised not to release any of 
the information contained therein without prior approval from this office, unless it is 
already available to the public. The Patent and Trademark Office does not allow public 
access to pending applications. 

Also enclosed are two different forms for your signature and dating, "Combined 
Declaration and Power of Attorney' 7 and "Assignment. Please return the forms to me at 
L-703 and I will file them with the Patent and Trademark Office. 

Thank you for your courtesy. 

Sincerely, 

Teresa Walls 

Intellectual Property Law Group 

Enclosures: 

CIL-10632 Patent Application 

Combined Declaration and Power of Attorney * 
Assignment 



CLASSIFICATION REVIEW TRANSMITTAL 



To: 



Bill Fritchie 
Classification Office 
L-302 



From: 



Teresa Walls 
Patent Group 



L-703 



Subject: 



Patent Application: 
Classification Review Requested 
Export Control Review Requested 
New Application 



YesB NoQ 
YesB NoQ 



For: 



S-94,234 



IL-10632 

" Dielectrophoretic Concentration of Particles Under Electrokinetic Flow 
Transmitted: 



COMMENTS: 
Bill, 

Please review and return 
Thank you. 



IIH University of California 

Us! Lawrence Livermore National Laboratory 



Classification Review of Patent Application 



Docket Number: 



Unclassified Title: (U) 



Inventors: 



IL- 10632 



Dielectrophoretic Concentration of Particles Under Electrokinetic 
Flow 



Rohin R. Miles. Kerry A. Bettencourt, Christopher K. Fuller 



Authorized Derivative Classifier Determination 



X 

□ 
□ 
□ 



Unclassified 

Unclassified, but Controlled 
UCNI Other: 



UCNI Reviewing Official Determination is required 



□ Classified - Level and Category 
Specify Authority (Guide/Topics): 



If NSI, Review/Declassify on (Date or Event): 
Additional markings Required: 



Weapon Data - Sigma(s): 
Other: 



ADC Name: M ■ D* P&C tfft 
ADC Signature: 



ADC Title: SECTION LE^DjZ/C 



Date: 



UCNI Reviewing Official Determination (If requested) 



□ The application does not contain UCNI. 

□ The application may contain UCNI. 

□ The application does contain UCNI. 



Date 



Classification Office Confirming Review 



□ The ADC's determination is correct. 

□ The Inventor's determination is correct. 
The correct classification is: 



Reviewing Official Signature: 



Date 



IIH University of California 

k3 Lawrence Livermore National Laboratory 



ma* 




O 



Offic of Classification 
and Export Control 



Interdepartmental Letterhead 

Mail Station L-3 1 2 EC-99-255 
Ext: 4-3483 

To: Terry Contreras, L-703 

From: William R. Fritchie 

Subject: Export Control Review for IL- 10632 "Dielectrophoretic Concentration of Particles 

under Electrokinetic Flow" 

Review of Regulations. An export control review of the subject technology was conducted 
using the following applicable regulations: 

Nuclear Regulatory Commission (NRQ. This technology is export controlled as Sensitive 

Technology under the NRC Regulations (10 CFR Part 1 10), dated Yes No_X_ 

[web site: http://www.access.gpo.gov/nara/cfr/waisidx_99/10cfrl 10_99.html] 
Department of Energy (DOE). This technology is export controlled as Sensitive Technology 

under the DOE Regulations (10 CFR Part 8 10), dated Yes No_X_ 

[web site: http://www.access.gpo.gov/nara/cfr/waisidx.99/lUcfr8 10_99.html] 

Department of State (DOS). This technology is export controlled under the DOS International 

Traffic in Arms Regulations (STAR) (22 CFR Parts 120-130), dated Yes No_X_ 

[web site: http://www.access.gpo.gov/nara/cfr/waisidx.99/22cfrvl_99.html] 

Department of Commerce (POP. This technology is export controlled under the DOC Export 

Administration Regulations (EAR) (15 CFR Parts 730-774) datec ~ Yes_X_ No 

[web site: http://www.access.gpo.gov/bxa/ear/ear_data.html] 

Narrative. This technology is export controlled by the DOC EAR (15 CFR Part 774, Category 
6, specifically ECCN EAR99), and requires no license for export, subject to the following caveat: 

This technology may not be exported to individuals on the current Denied Persons List (15 
CFR Part 764, Supplement 2) or to the presently embargoed countries of Cuba, Libya, North 
Korea, Iran, Iraq, Rwanda, Liberia, Somalia and Yugoslavia (15 CFR Part 746). 

Separate license requirements may apply for the export of commodities associated with this 
technology. For additional licensing guidance, contact Lou Hill (Traffic/Shipping) at 424-4201. 




William R. Fritchie 
Classification Adviser 



cc: Nancy Stone, L-703 
Sara Sanders, L-795 



University of California 

I [IH Lawrence Liv rmore 
Laa National Laboratory 



Classification Review of Patent Application 



Docket Number: 


IL- 10632 


Unclassified Title: (U) 


Dielectrophoretic Concentration of Particles Under Electrokinetic 
Flow 


Inventors: 


Robin R. Miles, Kerry A. Bettencourt, Christopher K. Fuller 



Authorized Derivative Classifier Determination 


|j£ Unclassified 






□ Unclassified, but Controlled 






□ UCNI Other: 






□ UCNI Reviewing Official Determination is 


required 


□ Classified - Level and Category 






Specify Authority (Guide/Topics): 






If NSI, Review/Declassify on (Date or Event): 






Additional markings Required: 


Weapon Data - Sigma(s): 
Other: 


ADC Name: M. P* Pt?C,tfA 


ADC Title: SECT/OaP LE#JD£A 


ADC Signature: , X) < /(TZA^^- 


Date: 



UCNI Reviewing Official Determination (If requested) 


□ The application does not contain UCNI. 




□ The application may contain UCNI. 




□ The application does contain UCNI. 




Reviewing Official Signature: 


Date 



Classification Office Confirming Review 



The ADC's determination is correct. 
□ The Inventor's determination is correct. 
The correct classification is: 




Reviewing Official Signature: 




Date 



William R. Ritchie 
Classification/Export Control Advise 

University of California 

Lawrence Livermore National Laboratory 




CLASSIFICATION REVIEW TRANSMITTAL 



To: Bill Fritchie 

Classification Office 
L-302 

From: Teresa Walls 

Patent Group 
L-703 



Subject: Patent Application: 

Classification Review Requested YesB NoQ " / j 

Export Control Review Requested YesH NoQ fc^ ' 

New Application 



For: S-94,234 4 

IL-10632 ^ 
11 Dielectrophoretic Concentration of Particles Under Electrokinetic Flow 
Transmitted: 



COMMENTS: 
Bill, 

Please review and return 
Thank you. 



University of California 

Lawrence Livermore National Laboratory 



I^qI University of California 
Lawrence Livermore National Laboratory 
Office of Patent Counsel 



Mail Station: L-703 
Extension: 2-7273 

Interoffice Memorandum 

TO: Janet Rego L-376 

Nina Rhodes L-795 

FROM: Teresa Walls 



SUBJECT: IL-10632 

Dielectrophoretic Concentration of Particles Under Electrokinetic 

Flow 



Enclosed, for your records, is a copy of the Patent Application, Assignment, 
Recordation Cover Sheet, aitd Return Postcard. 

If you have any questions, please do not hesitate to call. 



Teresa Walls 
LLNL Patent Group 

Enclosure 
As Noted 



University of California 
Lawrence Livermore National Laboratory 
Office of Patent Counsel 




Mail Station: L-703 
Extension: 2-7273 

Interoffice Memorandum 
TO: Nancy Stone 

FROM: Teresa Walls 

SUBJECT: USE OF PATENT GROUP DEPOSIT ACCOUNT (12-0695) 

As of this date, I have charged the following amount(s) to the Patent Group deposit 
account: 

Amount IL Number Attorney Type of Action 

$40.00 IL-10632 AT Fee for Filing 

New Application 

$ 355.00 New Application 

Transmittal 
(Small Entity) 

$395.00 Total 




Department of Energy 

Oakland Operations Office 
Office of Chief Counsel 
Intellectual Property Law Division 



Janet G. Tulk, LLNL Laboratory Counsel, L-703 



Livermore Office 
P.O. Box 808. L-376 
Livermore, CA 94550 

(925) 422-4367 
FAX (925) 422-8228 



o 



/.p 



REGARDING: DOE Case No.: S-94,234 

U.S. Patent ADDlication S.N: 09/733,857 
Filing Date: 

Invention Title: Dielectrophoretic Concentration of Particles Under 

Electrokinetic Flow 
Contractor's Docket No.: EL-10632 
Reported Under Contract No.: W-7405-ENG-48 
Inventor(s): Robin R. Miles et al. 
DOE Waiver No.: W(C) 92-002-721 



SUBJECT: Confirmatory License 
Dear Ms Tulk: 

The request for waiver of Government rights in the above-identified invention was approved, 
effectiv 

In accordance with Contract Number W-7405-ENG-48, a Confirmatory License acknowledging the 
U.S. Government's license in the subject invention is enclosed for execution on behalf of the 
University and return to this office. Your prompt attention to this matter is appreciated. 



Sincerely, 




William C. Daubenspeck 
Patent Attorney 



Enclosures: Confirmatory License (2) 
cc: Sara Sanders, LLNL, L-795 



WCD:JLR:wkc 



Patent Application Filed zn 
the Name of the Contractor 
Class Waiver (J/97) 



CONFIRMATORY LICENSE 



Under Electrokinetic Flow 
Inventor(s): Robin R. Miles et al. 
Contract Number: W-7405-ENG-48 
Contractor: Regents of the University of 



Title: Dielectrophoretic Concentration of Particles 



DOE Docket No.: S-94,234 

Docket No.: IL-10632 

U.S. Patent Application S.N.: 09/733,857 

Filing Date: 

Waiver No.: W(C) 92-002-721 



California 



Foreign patent applications filed or intended to be filed at contractor's expense in (countries): 

The Contractor certifies that a true copy of the provisions which govern patent rights in "subject 
inventions" under the above-identified contract is herewith submitted or has been submitted to the 
U.S. Department of Energy by certification dated 

WHEREAS, the above-identified invention is a subject invention under the above-identified contract; 

WHEREAS, the Class Waiver W(C) 92-002-721 of Government rights in certain identified 
inventions and the above-identified contract provides the Contractor with the right to elect to retain title in 
certain subject inventions and the Contractor has elected to retain title in the above-identified subject 
invention, EXCEPT FOR a paid-up license under the above-identified contract and the above-identified 
waiver, effective August 23, 2000. 

ACCORDINGLY, the Contractor hereby confirms that under the provisions of the above-identified 
contract governing patent rights, it has granted to the Government a nonexclusive, nontransferable, 
irrevocable, paid-up license to practice or have practiced for or on behalf of the United States the subject 
invention throughout the world. This license applies to the above-identified invention, the above- 
identified patent application(s), and any and all divisions or continuations thereof and any resulting patent 
or reissue patent which may be granted thereon. 

The Government reserves for itself, and is hereby granted by the Contractor, the irrevocable power to 
inspect and make copies of the file wrapper(s) of the above-identified U.S. patent application and of any 
related or continuation patent application(s), whether domestic or foreign, for the above-identified 
invention. 

It is understood and agreed that this instrument does not preclude the Government from asserting 
rights under the provisions of the above-identified contract or any other agreement between the 
Government and the Contractor, or any other rights of the Government with respect to the above- 
identified invention. 

Signed on behalf of: THE REGENTS OF T^C^JNlVERSITY OF CALIFORNIA 



Witness: 



(Si&Mure)/) 

Nancy J. Stone. Administrative Assistant 

(Name and Title) 




(Date) 



Janet G. Tulk. Laboratory Counsel 



(Print/Type Contractor Official's Name and Titlej 



Lawrence Livermore National Laboratory 
(Print/Type Contractor's Address) 



P. O. Box 808. L-701 



Livermore. CA 94551-0808 



